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DETAILED ACTION 

1. This action is responsive to communications 10/31/2007. Claims 1-10, 12-15, 23-27, 28-. 
30, 32, 34, 36-39 and 41-44 are presented for examination. Claims 11, 16-22, 31, 33, 35, and 40 
are cancelled. Applicant's arguments filed 10/31/2007 have been considered moot in view of the 
new ground(s) of rejection. 
2. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg , 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman . 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi , 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum. 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Voeel . 422 F.2d438, 164 USPQ 619 (CCPA 1970); and In re Thorineton . 418 F.2d 528. 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR § 1.321(c) or 37 CFR § 1.321(d) may be used to overcome an actual or 
provisional rejection based on a nonstatutory double patenting ground provided the conflicting application or patent either is shown to be 
commonly owned with this application, or claims an invention made as a result of activities undertaken within the scope of a joint research 
agreement. 
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Effective January 1, 1994, a registered attorney or agent of record may sign a terminal disclaimer. A terminal disclaimer signed by the 
assignee must fully comply with 37 CFR § 3.73(b). 

Claims 1, 24, 36, and are rejected on the grounds of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 7, 263,561 Bl. 

Claim 1, 24, 28 and 36 and of the instant application are clearly anticipated by claim 1 of the 
patent. Thus, claims 1 of the instant application are obvious over claim 1 of the patent. See 
Structural Rubber Prods. Co. v. Park Rubber Co. , 749 F,2d 707, 716, 223 USPQ 1264, 1271 
(Fed. Cir. 1984) ("anticipation is the epitome of obviousness"). 

Claim 28 of the instant application is directed to a computer-readable medium with 
instructions to perform steps that are anticipated by claim 1 of the patent. It would have been 
obvious to one of ordinary skill in the art to use a storage medium here because storage 
mediums provided advantages that were well known in the art such as portability. 

Instant Application 

Claim 1 

Stewart teaches a method carried out by a computer when executing computer-readable 
program code, the method comprising: receiving a certain electronic file intended for 
delivery from a sender to an intended recipient, the certain electronic file having a first file 
format having a first file extension and containing a computer virus; and prior to the certain 
electronic file being made available for viewing by the intended recipient, converting the 
certain electronic file to a second file format having a second file extension that is 
different from the first file extension of the first file format and that prevents the computer 
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virus from executing when the converted electronic file is opened by the intended recipient; 
wherein it is determined whether the certain electronic file represents a potential risk to 
security of a computer system; and said converting the certain electronic file being in 
response to a determination that the certain electronic file represents the potential risk 
to the security of the computer systems; wherein it is determined if the first file format is 
one of a word processing file format type and a graphics file format type, the second file 
format being at least one of a TXT file format, a RTF file format without embedded objects, 
and a HTML file format without scripts if it is determined that the first file format is the word 
processing file format type, the second file format being at least one of a JPB file format, a 
BMP file format, a GIF file format, a HTML file format without scripts, and a JPEG file 
format if it is determined that the first file format is the graphics file format type. 
U.S. Patent No. 7, 263.561 Bl 
Claim 1 

A method carried out by a computer when executing computer-readable program code, the 
method comprising; receiving an electronic file intended for delivery from a sender to an 
intended recipient, the electronic file having a first file format with a first file extension; 
determining whether the electronic file represents at least a potential security risk to a 
computer system; when it is determined that the electronic file represents at least the 
potential security risk, then forwarding to the intended recipient a notification indicating 
that the electronic file represents at least the potential security risk; receiving from the 
intended recipient a request to view the contents of the electronic file; converting the 
electronic file from the first file format with the first file extension that is different from 
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the first file format with the first file extension and that prevents a computer virus in the 
electronic file from executing when the converted electronic file is opened by the intended 
recipient, said converting of the electronic file being in response to a determination that 
the electronic file represents at least the potential security risk to the computer system; 
and making the converted electronic file available for viewing by the intended recipient. 



Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-6, 8-10, 12-15, 23-27, 28-30, 32, 34, 41-44 are rejected under 35 U.S.C. 103(a) 

as being unpatentable over Stewart et al., (U.S. Patent No. 6,901,519) in view of Hargraves et al. 

(US Provision Application No. 60/289,814) 

As per claim 1, Stewart discloses the invention substantially as claimed. Stewart teaches 

a method carried out by a computer when executing computer-readable program code, the 

method comprising: receiving a certain electronic file intended for delivery from a sender to an 

intended recipient, the certain electronic file having a first file format having a first file extension 

and containing a computer virus (Stewart, col.3, 1.60-col.4, 1.3); and prior to the certain 

electronic file being made available for viewing by the intended recipient, converting the certain 

electronic file to a second file format having a second file extension that is different from the 
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first file extension of the first file format and that prevents the computer virus from executing 
when the converted electronic file is opened by the intended recipient (Stewart, col. 3, 1.56-64); 
wherein it is determined whether the certain electronic file represents a potential risk to security 
of a computer system (Stewart, col. 3, 1,45-55); and said converting the certain electronic file 
being in response to a determination that the certain electronic file represents the potential risk to 
the security of the computer systems (Stewart, col. 3, 1.35-39). 

However, Stewart does not explicitly disclose wherein it is determined if the first file 
format is one of a word processing file format type and a graphics file format type, the second 
file format being at least one of a TXT file format, a RTF file format without embedded objects, 
and a HTML, file format without scripts. 

Hargraves teaches wherein it is determined if the first file format is one of a word 
processing file format type and a graphics file format type, the second file format being at least 
one of a TXT file format, a RTF file format without embedded objects, and a HTML, file format 
without scripts (where Hargraves teaches the first condition of the if limitation in the claim- 
Document 17a such as a Microsoft Word document, is converted to an RTF (ASCII 
character), as an "existing other- format document*' ). 

Accordingly, it would have been obvious to one of ordinary skill in the networking art at 
the time the invention was made to have incorporate Stewart's teachings to the teachings of 
Hargraves for the purpose of permitting "the associated document to be reproduced., .as a 
suitable file format." 

As per claim 2, Stewart further discloses the method of claim 1, the certain 
electronic file being an attachment to an electronic mail sent over a network 
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(Stewart, col. 3, 1.28-30). 

As per claim 3, Stewart further discloses the method of claim 2, the network 
including the internet (Stewart, col.3, 1.30-31). 

As per claim 4, Stewart further discloses the method of claim 1 , said 
receiving occurring at a desktop computer of the intended recipient (Stewart, 
fig.l). 

As per claim 5, Stewart further discloses the method of claim 1, said 
receiving occurring at a server computer (Stewart, col.3, 1.28-30, fig.l). 

As per claim 6, Stewart further discloses the method of claim 1, said 
receiving occurring at a gateway computer (Stewart, col. 3, 1.12-14) . 

As per claim 8, Stewart further discloses the method of claim 1, said 
converting occurring at a server computer (Stewart, col.4, 1.28-30). 

As per claim 9, Stewart further discloses the method of claim 1, said 
converting occurring at a gateway computer (Stewart, fig. 1). 

As per claim 10, Stewart further discloses the method of claim 1, said 
converting occurring prior to the intended recipient receiving the certain 
electronic file (Stewart, col. 3, 1.16-22). 

As per claim 12, Stewart further discloses the method of claim 1, said 
determining whether the certain electronic file represents the potential risk 
comprising: determining if the certain electronic file contains the computer virus 
(Stewart, col. 3, 1.45-55). 
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As per claim 13, Stewart further discloses the method of claim 1, said 
determining whether the certain electronic file represents the potential risk 
comprising: conducting a heuristic scan of the certain electronic file (Stewart, 
col. 4, 1.1-10). 

As per claim 14, Stewart further discloses the method of claim, the certain 
electronic file being a first electronic file, further comprising: receiving a second electronic 
file intended for delivery from another sender to another intended recipient, the second 
electronic file having a third file format and containing another computer virus (Stewart, 
col.5, 1.14-18), in which the additional file that are unexpected changed including name, 
content and extension); and prior to the second electronic file being made available for 
viewing by the another intended recipient, converting the second electronic file to a fourth 
file format that is different from the third file format and that prevents the another computer 
virus from executing when the converted second electronic file is opened by the another 
intended recipient (Stewart, col.5, 13-14, a special validation process is performed, see 
fig. 3). 

As per claims 15, Stewart further discloses the method of claim 1, the 
computer virus including a macro virus (Stewart, col.4, 1.1-25), 

As per claim 18, Stewart further discloses the method of claim 16, the 
second file format being the ASCII file format file (Stewart, col.3, 1.60-61, 
alphanumeric only text file). 

As per claim 19, Stewart further discloses the method of claim 16, the 
second file format being the TXT file format (Stewart, col.3, 1.60-61, 
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alphanumeric only text file). 

As per claim 20, Stewart further discloses the method of claim 1, the second 
file format being a file format having text without scripts (Stewart , col.4, 1.38-40). 

As per claim 21, Stewart further discloses the method of claim 1, the certain 
electronic file being at least one of a word processing file, a spreadsheet file, a 
database file, a graphics file, a presentation file, a compressed file, and a binary 
executable file (Stewart, col.4, 1.24-27). 

As per claims 24-26 have similar limitation as claims 1 and 12. 
Therefore, claims 24-26 are rejected under Stewart for the same reason set forth in the 
rejection of claim 1 and 12. 

As per claim 27, Stewart further discloses the method of 24, said 
determining comprising: determining whether content of the electronic file reflects 
a potential computer virus (Stewart, col. 3, 1.35-44). 

As per claims 28-30, 32, and 35 have similar limitation as claims 1,2, 10- 
12, 15, and 21. Therefore, claims 28-30, 32, and 35 are rejected under 
Stewart for the same reason set forth in the rejection of claim 1,2,10-12, 15, 
and 21. 

As per claims 34, Stewart further discloses the method of claim 28, the 
computer virus being a macro virus (Stewart, col,4, 1.1-25). 
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Claim Rejections - 35 USC § 103 

Claims 7 and 36-39 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stewart-Hargraves in view Scwabe et al (US 2003/0028686 Al). 

Stewart-Hargraves discloses the invention substantially as claimed. However, Stewart- 
Hargraves does not explicitly disclose converting occurring at a desktop computer of the 
intended recipient. 

Schwabe teaches converting occurring at a desktop computer of the intended recipient 
(paragraph [0042]). 

Accordingly, it would have been obvious to one of ordinary skill in the networking art at 
the time the invention was made to have incorporate Stewart-Hargrave's teachings to the 
teachings of Schwabe for the purpose of providing a "suitable platform" for conversion of files 
(paragraph [0042]. 

As per claims 36-37 have similar limitation as claims 1, and 7. 
Therefore, claims 36-37 are rejected under Stewart for the same reason set forth in the 
rejection of claim 1, and 7. 

As per claim 38, Stewart further discloses the apparatus of claim 36, said 
computer being a server computer of a local area network (Stewart, col.21, 1.20). 

As per claim 39, Stewart further discloses the apparatus of claim 36, said 
computer being a gateway computer (Stewart, fig 1). 
42]). 
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Response to Arguments 

A) . Stewart fails to suggest "converting the certain electronic file to a second file 
format having a second file extension that is different from the first file extension of the first 
file format," as claimed by Applicant. 

As to the above point, Examiner respectfully disagrees. Stewart clearly teaches 
converting a certain electronic file attachment to a second file format, as disclosed by the 
Abstract, e-mail messages are "converted to non-executable format such as Adobe Acrobat 
PDF." Furthermore, Stewart explicitly teaches wherein the "email messages contain 
attachments with attachment types (extensions)," (see col. 3, lines 46-50), of which are 
then converted to non-executable image formats with the file extensions of a "Portable 
Document Format (PDF)" (such as Adobe Acrobat PDF files with file .pdf file extentions). 
(see Abstract and col. 3, lines 37-40) 

B) . Nachenburg, in no way teaches or suggests Applicant's claimed technique 
"wherein it is if the first file format is one of a word processing file format type and a 
graphics file format type, the second file format being at least one of a TXT file format, a 
RTF file format without embedded objects, and a HTML, file format without scripts if it is 
determined that the first file format is the word processing file format type, the second file 
format being at least one of a JPB file format, a BMP file format, a GIF file format, a HTML 
file format without scripts, and a JPEG file format if it is determined that the first file format 
is the graphics file format type. 
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As to the above point, please see new grounds of rejection. 

C). Stewart in no way teaches that the "converting occur[s] at a desktop computer of 

the intended recipient." 

As to the above point, please see new grounds of rejection. 



Application/Control Number: 

09/935,634 

Art Unit: 2144 



Page 13 



Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Joiya Cloud whose telephone number is 571-270-1 146. The examiner 
can normally be reached Monday to Friday from on 7:30am-5 :00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
William Vaughn can be reached on 571-272-3922. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-3922. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 



JMC 

William C. Vaughn 
Supervisory Patent Examiner 



